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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-3, 5-7, 11-13, 15-17, 20-22 and 31-32 are rejected under 35 
U.S.C. 102(e) as being anticipated by Barney et al. ("Barney") (US 6556992 B1). 



Regarding claims 1,11, and 32, Barney teaches a method and computer 
implemented patent portfolio analysis method comprising: 

a) . retrieving a corpus of patent information from a database, said information 
including multiple claims from a plurality of patent documents (col. 12, lines 23-32; col. 
11, lines 38-59); 

b) . automatically determining claim breadth metrics for the multiple claims 
(col. 24, lines 17-31; col. 12, lines 14-18 and 54-56); 

c) . associating said claim breadth metric with said claim text and storing said 
associated metric in a computer-readable dataset (col. 26, lines 1-15 and Table 4); and 
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d). wherein a claim breadth metric which is associated with a claim is 
indicative of how broad the claim is (col. 12, lines 14-18, col. 19, lines 53-64 and Fig. 
11). 

Regarding claims 2 and 12, Barney further teaches a step of analyzing the claim 
text includes counting the number of words in said claim text (col. 20, lines 18-26). 

Regarding claims 3 and 13, Barney further teaches a step wherein said step of 
analyzing the claim text includes identifying within said claim text a preamble portion 
and a body portion, counting the number of words in said preamble and body portions 
and applying separate weights to said count to generate said claim breadth metric (col. 
20, lines 29-41). 

Regarding claims 5 and 15, Barney further teaches a step of displaying said 
patent information in a sorted order based on claim breadth metric (Fig. 11). 

Regarding claim 6, Barney further teaches a step of analyzing the claim text 
includes linguistically processing said text to identify at least one clause within said 
claim text that has a lower probability than other of said clauses within said claim text of 
being found in other claims within said corpus (col. 25, lines 13-23). 
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Regarding claim 7, Barney further teaches a step of displaying said claim text 
such that said one clause is visually presented differently than the other of said clauses 
(Fig. 11). 

Regarding claim 16, Barney further teaches a step wherein the sorted patent 
documents are used in a patent infringement study (col. 20, lines 18-25 and Fig. 4). 

Regarding claim 17, Barney further teaches a step wherein the sorted patent 
documents are used to determine patent documents whose maintenance fees are not to 
be paid (col. 13, lines 59-66). 

Regarding claims 20-22, Barney further teaches a step wherein generating 
descriptive statistics based upon the generated claim breadth metrics, wherein the 
generated descriptive statistics are indicative of quality of claims (col. 20, lines 18-25). 

Regarding claim 31, Barney further teaches a computer-implemented patent 
portfolio analysis apparatus comprising: 

a) . a database of patent documents containing text of claims (col. 12, lines 
23-32; col. 1 1 , lines 38-59); 

b) . a claim breadth analysis module that analyzes the text of the claims in 
order to generate claim breadth metrics for the claims, wherein a claim breadth metric is 
indicative of claim breadth of a claim, wherein the claim breadth metrics are provided 
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over an internet network for use in analyzing scope of the claims (col. 24, lines 17-31; 
col. 12, lines 14-18 and 54-56 and Fig. 11); 

c). a cluster generator that analyzes patent information to generate category 
metrics for the patent documents, wherein clusters of patent documents are determined 
based upon the generated category metrics, wherein the clusters of patent documents 
are provided over an internet network for use in analyzing the patent documents (col. 
26, lines 1-15; col. 28, lines 13-25 and Table 4). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or(g) 

prior art under 35 U.S.C. 103(a). 
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4. Claims 4 f 14, 18, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barney et al. ("Barney ") (U.S. Patent 6,038,561) as applied to 
claims 1-3, 5-7, 11-13, 15-17, 20-22 and 31-32 above in view Snyder et al. ("Snyder") 
(US 6038561 A). 

Regarding claim 4, 14, and 18, Barney further teaches comparing using said 
clauses with the text of other claims in said corpus to generate scores indicative of 
which clauses within said claim text have a lower probability of being found in other 
claims within said corpus (col. 9, lines 28-44). 

Barney does not explicitly teach analyzing claim text includes parsing said text to 
identify parts of speech, using said identified parts of speech to identify clauses within 
said claim. 

Snyder, however, teaches analyzing claim text includes parsing said text to 
identify parts of speech, using said identified parts of speech to identify clauses within 
said claim (col. 13, lines 44-56 and 33-34). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to combine the teachings of the cited references because Snyder's 
teaching would have allowed Barney's to enable the system to rapidly access 
information about various documents and claims by preprocessed documents for 
subsequent analysis as suggested by Snyder at (col. 13, lines 55-56 and col. 13, lines 
66 -col. 14, line 1). 
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Regarding claim 19, Barney further teaches a step of displaying said claim text 
such that said one clause is visually presented differently than the other of said clauses 
(Fig. 11). 

Response to Argument 

5. Applicants' arguments filed 22 December 2005 have been fully considered but 
they are not persuasive. 

Applicants argue that Barney reference is not prior art because Applicants are 
entitled to a filing date of February 5, 1999. 

In response to the preceding arguments, Examiner respectfully submits that a 
review of U.S. Provisional Application Serial No. 60/1 19210, filed 05 February 1999, 
indicates that the mentioned priority application does not support the claimed subject 
matter. The provisional application discloses the claim breadth analysis engine which 
examines the number of words of a claim in order to provide an indication of how broad 
a claim is; however, it is not seen that it teaches any subject matters related to claimed 
limitation "associating claim breadth metric with claim text..." 

Therefore, Applicant is not entitled to the benefit of an earlier filing date of the 
U.S. Provisional Application Serial No. 60/1 19210. Hence, Barney remains prior art and 
thus the previous rejection dated 17 September 2005 is proper. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie Wong whose telephone number is (571) 272- 
4120. The examiner can normally be reached on Monday to Friday 9:30am - 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Patent Examiner 
Art Unit 2167 
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